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Top 5 IP Issues in Corporate, 
Commercial, and Business 
Transactions



PATENT VENUE STATUTE
“Any civil action for patent 
infringement may be brought 
in the judicial district where 
the defendant resides, or 
where the defendant has 
committed acts of 
infringement and has a 
regular and established 
place of business.”

28 U.S.C. § 1400(b)
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“WHERE THE DEFENDANT RESIDES”
“We therefore hold that a 
domestic corporation 
“resides” only in its State of 
incorporation for purposes of 
the patent venue statute.”

TC Heartland LLC v. Kraft 
Foods Group Brands LLC

137 S. Ct. 1514 (2017)
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“OR WHERE THE DEFENDANT HAS 
COMMITTED ACTS OF INFRINGEMENT”

“Any civil action for patent 
infringement may be brought 
in the judicial district where 
the defendant resides, or 
where the defendant has 
committed acts of 
infringement and has a 
regular and established 
place of business.”

28 U.S.C. §1400(b)
Seems clear enough . . . 
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“AND HAS A REGULAR AND ESTABLISHED 
PLACE OF BUSINESS”

1. There must be a physical 
place in the district

2. It must be a regular and 
established place of 
business

3. It must be the place of 
the defendant

In re: Cray Inc.
871 F.3d 1355 (Fed. Cir. 

2017)
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PATENT CASE FILINGS
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District 2016 2017 2018 
(through Apr. 11, 2018)

E.D. Texas 1662 866 141

D. Delaware 454 777 235

C.D. California 291 329 107

N.D. California 184 216 98

D. New Jersey 188 197 57



ISSUES RESULTING FROM TC HEARTLAND
§ Do Activities and Locations of Subsidiaries and Affiliates Count in Venue Analysis? No.  

Symbology Innovations, LLC v. Lego Sys., Inc., 282 F. Supp. 3d 916 (E.D. Va. 2017) v. 
Maybe. Maybe:  Javelin Pharm., Inc. v. Mylan Labs. Ltd.
2017 WL 5953296 (D. Del. Dec. 1, 2017) 

§ Who Bears the Burden on Venue Motion?  Plaintiff: Personal Audio, LLC v. Google, Inc.
280 F. Supp. 3d 922 (E.D. Tex. 2017).  Defendant: Intellectual Ventures II LLC v. FedEx 
Corp.
2017 WL 5630023 (E.D. Tex. Nov. 22, 2017)

§ As of When Is Venue Determined?  Date suit is filed: Personal Audio, LLC v. Google, Inc.
280 F. Supp. 3d 922 (E.D. Tex. 2017) v. Reasonable time after accrual: ParkerVision, Inc. v.  
Apple Inc.
No. 15-1477-J-39JRK (M.D. Fla. Jan. 9, 2018) 
(report and recommendation), adopted by Order, No. 15-1477-J-39JRK (M.D. Fla. Mar. 8, 
2018)

§ When Should . . . Or Can . . . the Court Rule on Venue?
§ Suing foreign defendants to do an end run to TC Heartland.
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MANAGING GLOBAL BRANDS



MANAGING GLOBAL BRANDS
§ Tips for protecting and preserving established 

portfolios

§ Developing new brands in a growing portfolio

§ Non-US Parent company considerations
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MANAGING GLOBAL BRANDS
Rights are Territorial

§ Where and When to File?
§ Paris v. Madrid v. National Filings

§ Additional Considerations for Foreign 
Jurisdictions
§ Local Counsel
§ Finance, Compliance, Ethics Issues

klgates.com 10



CURRENT LITIGATION/ENFORCEMENT 
TRENDS
§ Impact of recent case law

§ Utilizing government agencies to aid in 
enforcement matters
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INTERNET OF THINGS



INTERNET OF THINGS
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Connectivity + Data

Sensors

Wearable Devices 

Smart Meters

Medical Devices
Autonomous Vehicles

Industrial
Machines

Appliances



IOT – REGULATIONS AND STANDARDS
§ Regulations for Medical Devices
§ NIST
§ Standards for Connectivity

§ 5G, Cellular
§ Satellite,  Low Power Local Connectivity

§ Standards for Security
§ Proposed Legislation
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IOT - CYBERSECURITY
§ Privacy

§ Medical Devices (HIPAA, FDA, FTC)
§ Toys (COPA)
§ Privacy by Design

§ Third-Party Vendors
§ Security by Design
§ After-market support, updates and security 

patches
§ Global uniformity

klgates.com 15



IOT - PATENTS
§ Alice issues

§ Depends on what part if IoT you are claiming 
§ New connectivity
§ New device
§ New hardware
§ New functionality
§ New software/Analytics

§ Standard Essential Patents (SEPs)

klgates.com 16



IOT – LIABILITY 
§ IoT Products Liability

§ Reasonable Standard of Care
§ Artificial Intelligence in Devices
§ Black Box Algorithms and Interpretability 

§ IoT Patent Infringement
§ Likely Targets
§ Likely Forums

§ Data Breaches
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IOT – LIABILITY STRATEGY 
§ Indemnification

§ Insurance

§ Litigation Financing Entities

klgates.com 18


